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Chapter 12

Step Five — USPTO Examiner Review

&>

(how Alex turned “no for now” into “yes” without giving away
the store)

lex decided the filing phase was only halftime. The second

half began when a USPTO examiner picked up the case,
ran a search, and wrote back. That back-and-forth—
prosecution—was where most applications won or lost scope.
Alex’s aim wasn’t to “win at any cost.” It was to win the right
inches: claims broad enough to defend the moat, narrow enough
to survive the art, and clear enough to enforce.

This chapter shows exactly how Alex navigated examiner
review: what to expect, how to read rejections, how to run
interviews, when to amend, when to escalate, and how to use
timing options (including Track One and petitions to make
special) without burning cash or leverage.

What typically happened first (and when)

On the regular docket, Alex saw the first Office Action roughly
12-15 months after filing the non-provisional. Faster was
possible but unusual without acceleration. When speed
mattered—e.g., to meet an investor milestone—Alex considered
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prioritized examination (Track One), which required an
additional USPTO fee and a more buttoned-up, interview-ready
filing. Alex also knew certain petitions to make special could
advance examination (for example, if an inventor was 65+ or
met other qualifying grounds). Speed was a business decision;
quality still had to lead.

(A)Idea — Advisory:

If you’re going to accelerate (Track One or a qualifying make-
special petition), front-load quality: a clean claim chart against
the best art, an interview agenda, and a crisp spec. Speed
magnifies strengths and weaknesses.

The kinds of actions Alex actually received

1. Restriction/Election Requirement (sometimes the first
action): The examiner said, “You’ve claimed more than
one invention. Pick one.”

O What Alex did: elected the
driver+firmware+thermal combination for
prosecution (the strategic core), with traverse
(politely disagreeing on the record) to preserve
the right to file divisionals later.

2. Non-Final Rejection: The standard opener. It usually
combined:
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O §102 (novelty): “Reference X teaches all

elements.”

O §103 (obviousness): “It would have been obvious
to combine X and Y to get your claim.”

O §101 (eligibility): “Abstract idea” issues were rarer
for Alex’s hardware-anchored claims but still
possible if results-only language crept in.

O §112: definiteness or written-description nitpicks.

3. Final Rejection: After one round of
amendments/arguments, the examiner said the
application was still not allowable in its present form.
This did not mean “game over.”

4. Allowance: The examiner believed the claims were in
condition for allowance; Alex received a Notice of
Allowance and paid the issue fee.

How Alex read a rejection (and didn’t panic)
Alex treated each action like a puzzle, not a verdict. The process:

e Element-by-element chart: Left column = Claim 1
limitations; right column = where the examiner said each
was taught (or why it was obvious). Anywhere the
mapping was hand-wavy, Alex flagged it for the

178



Bold (AI)deas: The Inventor’s Guide to Patents

interview.

Claim hygiene check: Did ambiguous words invite §112
trouble? Did any term of degree (“about,” “substantially”)
lack a test or tolerance?

Spec support cross-check: Any amendment Alex might
propose had to be verbatim supportable in the
specification—no new matter allowed.

Fallbacks ready: Alex pre-wrote one or two amendment
paths (tightening the sampling window; naming the
hysteresis threshold family; adding the thermal
placement/pressure cooperation) that still tracked the
product moat.

(AI)dea — Action:
Open your response draft with a one-page “where we are” map:
what the examiner relied on, what you'll amend (if anything),

and the two cleanest distinctions. Keep it short; you’ll expand

Examiner interviews: Alex’s not-so-secret weapon

Rather than lob a long brief over the wall, Alex scheduled an
interview for nearly every substantive Office Action.
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Prep packet (one page + one figure):

A small annotated figure from the spec (tap point,
sampling cadence, window, thresholds, clamp rule,
thermal placement).

A clean claim chart for just the two or three contentious
limitations (not all of them).

A proposed amendment that would put the case in
condition for allowance—and why it didn’t read on the
cited art.

How the call went:

e Alex’s counsel led; Alex joined to answer technical
questions.

e They asked the examiner to walk through exactly where
the reference supposedly taught the disputed limitation.

e If the examiner had a different reference in mind, Alex
asked to see it (or at least get a citation).

e They previewed the smallest amendment that would
resolve the issue, listened for pushback, and took notes
on any form concerns (antecedent basis, clarity).

Why it worked:

Interviews collapsed weeks of guesswork into 20 minutes and
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often surfaced the real concern—sometimes not the one written
in the action. Alex saved pages of briefing and, more
importantly, avoided over-amending.

Amend or argue? Alex’s rule of thumb

e Argue when the examiner’s reading stretched a reference
or conflated mechanisms. Use plain-English tech, not
rhetoric.

e Amend when one operative limitation (not an adjective)
would cleanly sidestep the art and still cover the product
and likely copyecats.

Alex avoided defensive word salad. When amending, Alex
added mechanics (sampling cadence range, window length tied
to line ripple, named thresholds, clamp rule, or thermal
placement/pressure), not goals (“optimize”). Every added word
earned its keep.

(AI)dea — Avoidance:

Don’t promise what you can’t teach. If your spec doesn’t
support the amendment with alternatives, you may win this
battle and lose the war on scope and enforceability.
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Compact prosecution: answer everything once

Examiners are trained for compact prosecution: raise all issues
early. Alex matched that mindset. Each response:

Addressed every ground of rejection (101/102/103/112)
in one coherent narrative.

Fixed formal defects (antecedent, clarity) so future
actions focused on substance.

Cited specific paragraphs and figure numerals in the spec
for each argued limitation.

This increased the odds that the next action would either allow
or narrow to a clearly defined dispute.

Final rejections, AFCP 2.0, RCEs, and appeals—Alex’s decision

tree

When a Final landed, Alex ran a quick fork:

1.

After Final Consideration Pilot (AFCP 2.0): If a small,
non-broadening amendment could reasonably place the
case in condition for allowance, Alex filed the after-final
amendment with the AFCP request and asked for a quick
interview. If the examiner could do it within the
program’s time allotment, great; if not, the next steps
were already queued.
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2. RCE (Request for Continued Examination): If
meaningful claim surgery was needed, Alex paid the RCE
fee, reset the clock to “non-final,” and pursued the
cleanest path the interview had identified.

3. Appeal: If the dispute turned on a legal or technical
misreading that wouldn’t budge, Alex weighed a notice
of appeal — appeal brief to the PTAB. Before appealing,
Alex often filed a short pre-appeal brief request for
review—a quick panel check that sometimes corrected
an obvious error without a full appeal.

Alex chose RCE far more often than appeal; appeal was reserved
for clear principle questions or when a competitor was in the
crosshairs and the record mattered.

Declarations and evidence: when paper beats adjectives

Arguments alone sometimes weren’t enough. Alex supported
key points with evidence:

e Unexpected results / nexus: a short declaration
explaining why the claimed cooperation (tap + cadence +
window + hysteresis + thermal placement) produced
non-linear or counter-intuitive behavior compared to
the art.
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e Commercial success or industry praise: only if tied
specifically to the claimed features.

e Applicant’s prior disclosures: if needed, a declaration to
disqualify certain prior disclosures or explain
derivation/ownership mechanics.

Paper wins where adjectives don’t. Keep it short, technical, and
directly tied to claim elements.

IDS updates: the duty didn’t end at filing

Alex continued to file Information Disclosure Statements for
material art discovered during prosecution (including foreign
search results or related family actions). Doing this early and
proactively kept the record clean and avoided late-stage IDS fees
and drama.

Claim scope strategy: keeping the family alive
When allowance was in sight, Alex looked one step ahead:

e Continuation: Before or shortly after paying the issue fee,
Alex filed a continuation to pursue a different angle (e.g.,
premium-SKU windows, an alternate hysteresis family,
or a factory method claim). This kept the fence evolving
without reopening the allowed case.
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e Divisional: If a restriction had split inventions, Alex filed
divisionals on the non-elected claims to capture those
other choke points.

(AI)dea — Action:

The best time to think about your next case is the day you see
allowance on this one. Keep a one-page continuation log
throughout development, and you’ll never scramble.

Track One and petitions to make special—Alex’s practical take

e Track One (prioritized exam):

O Pros: first action much faster; good for fundraising,
competitive timing, or when you need a clear
yes/no to trigger a business path.

O Cons: extra USPTO fee and a need for a tight,
interview-ready case (more attorney time up
front).

O Alex’s use: reserved for a future continuation
where speed had concrete value.

O

e DPetitions to Make Special:

O By age: if an inventor was 65+, Alex could
petition to advance the case without the Track
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One fee.

O Other grounds: health; certain enumerated
initiatives and pilot programs that come and go;
and sometimes categories where the Office invites
faster handling.

O Alex’s use: noted for collaborators and family
members; otherwise, stayed on the regular docket.

Programs evolve; the principle holds: pay (or qualify) for speed
only when speed changes the business outcome.

International coordination: using momentum smartly

A U.S. allowance strengthened Alex’s hand abroad. In some
jurisdictions, Alex could leverage a Patent Prosecution Highway
(PPH) request based on allowed U.S. claims to accelerate
examination elsewhere (or the reverse if a foreign office allowed
first). Alex didn’t copy claims verbatim; instead, Alex used the
technical spine that had persuaded one office to craft locally
appropriate claims with local counsel.

Avoiding silent scope shrink: prosecution history & estoppel

Every argument and amendment writes history. If Alex
characterized a reference too broadly, or surrendered a
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mechanism unnecessarily, it could later narrow the doctrine of
equivalents. Alex’s counsel:

e Argued specifically (what the art lacked), not
categorically (“hysteresis can never...”).

e Added operative limits rather than vague disclaimers.

e Kept a playbook of statements to avoid and safe ways to
phrase distinctions.

Scope is lost in inches. Guard every inch.

Al during prosecution: faster organization, human voice

Alex used Al to help organize—drafting claim charts, extracting
quotes, clustering art by mechanism, and drafting first-pass
response outlines. But Alex always:

e Verified every citation.

e Rewrote technical arguments in a human voice tied to
the spec.

e Kept confidential materials out of public tools;
enterprise/local models only.

e Preserved a redline showing human changes, which later
doubled as an inventorship and enablement trail.
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Al saved hours; judgment won allowances.

Deadlines and fees Alex watched like a hawk

e Response window: typically three months from the
action date, extendable (with fees) up to six months. Alex
aimed to respond by month two, keeping room for an
interview and edits.

e Final rejection timing: after-final options (AFCP, RCE)
were discussed on the interview, not the due date.

o Issue fee deadline: paid promptly; marking plan queued
for product packaging and website.

e Maintenance fees: docketed at 73.5, 7.5, and 11.5 years
after grant; budgets reserved.

Buffers were boring—and they saved money on extension fees.

Alex’s template response structure (steal this)

1. Intro & status (%2 page): Frame the issues, note the
interview (if any), and preview the amendment (if any).
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2. Amendments (clean & marked): Add only what earns its
keep; fix any §112 items.

3. Arguments by ground:

O 8102: element-by-element mismatches, with cites
to both the reference and the spec.

O §103: why the combination isn’t routine
(constraints, teaching away, non-linear behavior),
again with spec cites and, if helpful, a short
declaration.

O 8101 (if raised): tie claims to concrete device
operations and effects; walk the examiner
through the technical problem — technical
means — technical effect.

O §112: clean up definiteness/WD/enablement with
explicit spec anchors.

4. Conclusion (Y4 page): Invite a call; restate the smallest
amendment that would allow; note dependent claims
that stand regardless.

Short beats long when it’s precise.
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‘What success looked like for Alex

Alex’s first action was a non-final with a 103 combo that treated
the control loop as routine. The interview surfaced that the
examiner was really concerned about stability under deep sags
on low-cost silicon. Alex amended Claim 1 to make the window
length, threshold family, and thermal placement/pressure
explicit—each supported in the spec, each absent from (or
taught against by) the art. The second action withdrew the
novelty and 103 rejections; a minor formal fix followed, and the
Notice of Allowance arrived.

Before paying the issue fee, Alex filed a continuation aimed at a
premium SKU (tighter ripple over a harsher window) and
queued a method-of-manufacture claim for factory leverage. By
the time the patent issued, the family had momentum, and the
product roadmap had legal cover.

A closing checklist Alex ran for every action

e Did we schedule an interview with a one-page agenda?

® Does any amendment add operative mechanics, not
adjectives—and stay within spec support?

® Are our arguments specific and anchored to spec &
figures?
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e Do we need evidence (short declaration) rather than
adjectives?

e Are we preserving room for a continuation/divisional?
e Are IDS obligations current?

e Are we inside the response buffer, avoiding extension
fees?

Alex didn’t treat examiner review as a fight to be won with
volume. It was a conversation shaped by mechanics, evidence,
and timing—and the discipline to ask, at each turn, whether a
narrower inch today produced a stronger yard tomorrow. That
posture turned “no for now” into “yes” at the right scope, on the
right timeline, and with the next move already on deck.

Next up: Step Six — Patent Maintenance—what happens after
grant, how to keep rights alive cost-effectively, and how Alex
turned a certificate on the wall into leverage in the market.
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