Trade Secrets 101:
The Law, Protecting,
Enforcing, and
Monetizing
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Agenda

® 12:00-12:05 Gather & Intros

® 12:05-12:15 Patent Law Background

® 12:15-12:25 Trade Secret Law

® 12:25-12:45 Factors: Patent or Keep Secret?

® 12:45-1:00 Scenarios + Q&A
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Patent Law Premise

A Patent gives an inventor the
right to exclude others from
making, using, selling, or
importing the invention into the
US (or other countries) for a

period of 20 years from the date
of filing.
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Patent Law’s Constitutional Basis

- gives the power to the

Congress

“To promote the progress of science
and useful arts, by securing for limited
time to authors and inventors the
exclusive rights to their respective
writings and discoveries.”
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Does My Invention Qualify?
Test for PAECREENZIBIEY:

*Machine (e.g. Apparatus)
Manufacture (e.g. Assembly)
*Composition of Matter (e.g. Chemical)
*Process (e.g. Method)
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How do | get a Patent?

Three requirements to get a patent:

* Novelty (First in the world)
* Non-obviousness (not easy variation)
 Utility (functional benefit)
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Are there Different Types of Patents?

Three Types of Patents

o Utility
* Design
* Plant
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Implications of America Invents Act (AlA)

Three Main Law Changes

* First to File instead of First to Invent
« Worldwide Prior Art
« Patent Trial and Appeal Board (PTAB)
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What Timing Considerations are There?

Statutory Bars & Considerations

Pre-Filing Sales and Offers
Pre-Filing Disclosures
Non-Disclosure Agreements
Nonprovisional Reference
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What if Someone Infringes on My Patent?

Mechanisms for Enforcement

 Validity & Infringement Opinion
* Cease & Desist

« Settlement

* Arbitration

« PTAB

* Federal Court N |

. ITC | £
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What are the Requirements for Filing?

° Declaration

° Information Disclosure ) _ .
e  Power of Attorney Statement All that is needed IS:

® Assignment e Application Transmittal Form
e Drawings e Fee Determination Form

e Specification e  Filing by Mail/Postcard

e Claims e  Certificate of Mailing/Fax

® Application Data Sheet
NOTE: The Specification and Drawings must

meet the enablement requirement
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How do | Make Money with Patents?

Ways to Monetize Patents:

* Transfer Rights

* License

* Sell

 Litigate

 Competitive Advantage
 PTAB

* Federal Court
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A-B-C Patent Application Process Flow ™™™
Patentability Search & Opinion: Nonprovisional Patent Application:
Takes 3-4 Weeks Takes 10-12 Weeks

Answer on Patentability/Scope Update Specification/Drawings
PATE NTS * Recommended Path Forward Draft Claim Language
* $2,500 - $5,000

$10,000 - $20,000
START START

FINISH FINISH
v 3-4 Weeks — V— 10-12 Weeks v
A— 5-6 Weeks A 1 Year Maximum ——— >
FINISH NOTE:

Initial Consultation: START Submittal of the Nonprovisional Patent

Provisional Patent Application: Appllcat!on C” must be. c.lone within 1 year
Tak K of submittal of the Provisional Patent
o -
akes 5-6 Weeks Application “B” date.
“Patent Pending” status

* Develop Enabling Disclosure www.boldpatents.com
$5.000 - $10.000 800.849.1913
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* Eligibility Issues
* Inventorship/Ownership
* Long-Term Business Goals



EXAMPLE ONLY: Actual e t Incoming USPTO Correspondence — Legal Review Required
Case Flow will vary N Outgoing USPTO Correspondence — Legal Work Required
Hepending on many Rdor Publication of O.fﬁce A.ctlo.n i (064 % ; 2-way Communication with USPTO Required — Legal Work Req
T S v Final Rejection on Similar ¥ ; ;
Application; Tln?lng.]. 18 grounds as OA3; Timing [] Hourly Bm!n_g Applle? (See Slg_ned CSA for Hourly Rates)
months from priority date e [] Flat-Fee Billing Applies (See Signed CSA for Flat Rates)
UUSPTO Fees are also due along with the filing

Electronic Filing 4 A
Acknowledgement. °
Timing: Within 1 Office Action #5 (OAS): Non- 4@

hour of filing eea Final Rejection 2: Eligibility Issue Fee
i Examiner on Merits; i J - Hlig i :
Timing: Within 2 ovelty, Non-Obviousness, or gymcot,
Filing Receipt; Months of OA3 Utility and/or objections to Timing 3
Timing: 1-2 formalities or drawings; Timing Months Patent
Months after OA1 3-6 Months after RCE Submittal after NOA Granted!
£ I l I
& l A 'Y . P 'y . A >
O | @ €
Office Action #1: (OA1) Office Action #3 (OA3): Non- e' :
Notice of Incomplete App Finall Resbction: Eligbility SELEL ONCEIOk
or Missing Parts or Power Novelty, Non-Obviousness, or Cont'f'ue‘,j A!onvance.
of Attorney Issue; Timing: Utility and/or objections to Examination (RCE) Timing: 3-6
1-3 Months after Filing formalities or drawings; Timing Ladle e Mo
36 Moihs she-OAS Timing: Within 3 after OAS @
Months of OA4 ‘L
_e e { @ ! v & Is.su? Notification;
Nonprovisional Office Action #2 (OA2): Interview with Interview with Tlf;mng: %2 Moniths
Patent Application Restriction Requirement; Examiner on Merits; Examiner on Merits; kil islsain
(NPA) Submitted Timing: 6-12 Months Timing: Within 2 Timing: Within 2
e SRR Mosis ot O Copyright Bold IP, PLLC @ 2019, All Rights
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Patents: Workshop

Sammy takes his invention to a tradeshow
on May 10, 2018 and gives away a few of
them, and people love it, but he doesn’t sell
any. He does more testing and makes some
major improvements over the next few
months. He gets busy, and doesn’t get
around to filing a provisional patent
application until May 20, 2019. If he does file
a Nonprovisional, when is the last day he
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Trade Secret Law Premise

A Trade Secret is confidential

information that is valuable, not
readily ascertainable and is kept
secret from the public. State and
Federal laws allow enforcement

against those individuals who
steal/misappropriate them.
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Do | Have a Trade Secret?

3-Part Test for Trade Secret Protection:

*Not Readily Ascertainable
*Efforts to Keep Secret
*Economically Valuable
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What Can Trade Secrets Be?

Common Types of Trade Secrets:

*Customer Data
*Business Processes
*Manufacturing Methods
*Formulas and Processes
*Software
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When Do Trade Secrets Get
Discussed?

When To Think About Trade Secre

*Employment Agreements
*Nondisclosure Agreements
*Employee Exit Interviews
*Computing Security (Virtual)
*Office Security (Physical)
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How Do | Enforce Trade Secrets?

Remedies for Misappropriation:

*Employee Monitoring
*Settlement/Arbitration

Uber and Waymo have reached a settlement in their trade secrets
*State Court (U nder State Statute) lawsuit, lawyers for the companies told a federal court in San

F ’ Frid ing.
*Federal Law (Defend Trade R TR TR

Waymo, which was Google's self-driving car program, had alleged its former engineer Anthony
Secrets Act)

Levandowski downloaded autonomous vehicle trade secrets and took them to Uber.

® C LI C K H E R E F O R TI IVI E LI N E Waymo accepted a settlement offer from Uber, which agreed to a di" Ilit includes 0.34% of

Uber's equity at a $72 billion valuation, which works out to abo ‘M 0 sources

[ S ett | e m e n t 5 D a! [S b efo re T ri a | familiar with the matter said. Waymo had initially asked for maximum damages of $1.8 billion.
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https://fortune.com/2018/02/05/waymo-v-uber-what-you-need-to-know-about-the-high-stakes-self-driving-tech-trial/
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How Do | Make Money With Trade
Secrets?

Trade Secret Monetization:

*Competitive Advantage Beyond 20 yrs
*License/Transfer Technology
*Potential Patentability
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Trade Secrets: Workshop

While on the job at BigTech, Sammy signed a
Confidentiality Agreement with his boss to
learn about the secret project called
“Neptune” that contained information about
all of the employee’s allergies. He later
decided to share the spreadsheet on public
Facebook, LinkedIn, and Twitter to help raise
awareness of allergies. While Sammy may be
in violation of HIPPA laws, is Sammy liable
for trade secret misappropriation?
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To Patent or Not? Factors to Consider

* Ripoff Test: Weigh Risk
of Reverse Engineering
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To Patent or Not? Factors to Consider

* Size/Speed of Market:
Timeline for Commercial
Exploitation
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To Patent or Not? Factors to Consider

* Investment: Weighing
costs of protection or
keeping secret
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To Patent or Not? Factors to Consider

e Publicity: Can you keep
your innovations out of
public eye?
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To Patent or Not? Factors to Consider

e Licensing: Licensability
of Patents v. Trade
Secrets
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Scenarios + Q&A

Examples

* Airplane Manufacturing Process?
* New App?
* Virtual Reality Solution?
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Thank you! Questions?

J.D. Houvener
[d@boldip.com
800-849-1913
BoldPatents.com
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